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CIPO Mandate
- Outreach and Awareness -

Examine and grant

, , Innovators and businesses:
intellectual property (IP) rights

* Understand basics of patents,
trademarks, industrial designs,
copyright and trade secrets

Provide quasi-judicial function
for frademarks and patents
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Raise awareness for the '
effective use of IP

Share IP information to
support follow-on innovation Equipped to make informed
Represent CIPO decisions about IP strategy

internafionally to support « Know how to protect, use, and
businesses operating globally maximize return on their

investments in innovation & IP

* Aware of the value of IP as
competitive advantage
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Why does IP Matter?

= S&P 500 firm valuations ~90% intangible assets
= TSX~70%

= Awareness of competitors’ IP rights

" Avoid costly mistakes

» |dentify niche opportunities for your business, and
potential partners

» Help attract investors

= Potential revenue streams
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Main Types of Intellectual Property 3

TRADEMARK PATENT

A “sign” used to A new, useful Original works Confidential Original visual
differentiate your  inventions that and valuable features of
products and is not obvious business shape,
services from information configuration,
those of other pattern or
companies ornament on a

finished article

Also: Plant Breeders’ Rights & Geographic Indications
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https://www.youtube.com/playlist?list=PLU_CZUot18psPgIPcShvhXVGwWLq78sAT

1. Trademark

@ A “sign” used to differentiate your products and services
from others

Fb Right to exclude others from using your mark
Renewable every 10 years

" International registration via Madrid System

(i) Use™ before registered, and ® after it is

®
TRIPLE

KiCK
T Hotlons Q shopify®

Why IP matters IP rights IP Strategy Resources


https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/vwapj/ip_academy-trademarks.pdf/$FILE/ip_academy-trademarks.pdf
http://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr04619.html?Open&wt_src=cipo-tm-main&wt_cxt=learn

2. Patent D

@ For new, useful inventions that are not obvious

Rj Exclude others from making, using, selling or importing

Application (full disclosure), examination, grant

Up to 20 years from filing date = N.B. “first to file” . .

® Canada: 12-month grace period

73 International filing system (PCT)
—> Solace Power success story

AP

How businesses choose between trade secrets and patents Carbon Dioxide Capture
(Kilpatrick, C., 2019) Method and Facility (Carbon
7 Engineering - CA 2734786, 2017)
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https://www.youtube.com/watch?v=OFVoJhp3RN4&list=PLU_CZUot18psPgIPcShvhXVGwWLq78sAT&index=2
https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr02599.html
https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/h_wr04499.html
https://www.ic.gc.ca/opic-cipo/cpd/eng/patent/2734786/summary.html?query=%22carbon+engineering%22&type=basic_search
https://patentstrategy.managingip.com/articles/24/how-businesses-choose-between-trade-secrets-and-patents

3. Copyright © I3

Protects creative, original works in various forms;
literary, dramatic, musical, arfistic.
(book, play, music composition, painfing, etc.)

Exclusive rights to reproduce the work, and to
publish, translate, and perform it

Software - literary work e.g., North Star Systems Inc.

Tattle Backend System Software

Automatic at creation

Duration in Canada = Life of creator + 50 years
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http://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr04055.html#software
https://www.ic.gc.ca/app/opic-cipo/cpyrghts/dtls.do?fileNum=1156304&type=1&lang=eng
https://www.youtube.com/watch?v=ljNS5p3cqls&index=4&list=PLU_CZUot18psPgIPcShvhXVGwWLq78sAT

4. Trade Secret

¥ Confidential and valuable business information

Fﬂ Value is tied to your ability to keep it secret - -
and inability of others to replicate

f - -
=Il  No registration, no formal rights SECRE'.I_‘S "_‘j

Illlllllllllllllllll"

Lasts as long as confidentiality 7 “"L
IS maintained

() Never disclose without patenting!
(Consider costs and benefits) =

Safe, W. J. Barnes, 1900

WIPO Proof Token

No Secret, No Remedy: Tips for Preserving your Trade Secret Rights (Bereskin & Parr, 2019)
How can you protect your software as a trade secret? [Krevolin Horst (USA)]
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https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/vwapj/ip_academy-trade_secrets.pdf/$FILE/ip_academy-trade_secrets.pdf
https://wipoproof.wipo.int/wdts/
https://www.lexology.com/library/detail.aspx?g=0308e71e-7ab1-481a-97ab-cd2a80dcb983
http://www.khlawfirm.com/how-can-you-protect-your-software-as-a-trade-secret

5. Industrial Designs (ID)

¥ Unigue appearance of a product - shape,
configuration, pattern, ornament or any
combination

a5 Right to exclude others from making
using or selling

Up to 15 years from filing date

(=

(D Registration; 12-month grace period (& >

1 Hague international filing system

AP

Light Switch and Controller
10 (Levven Automation Inc.)
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https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/vwapj/CIPOCS1513_feuille-route-pi-di-ip_roadmap_id-eng.pdf/$FILE/CIPOCS1513_feuille-route-pi-di-ip_roadmap_id-eng.pdf
https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/h_wr00004.html
https://www.ic.gc.ca/app/opic-cipo/id/dsgnDtls.do?appNm=154754&lang=eng&status=OK&ordNum=1
https://www.ic.gc.ca/app/opic-cipo/id/dsgnDtls.do?appNm=154755&lang=eng&status=OK&ordNum=1

6. Plant Breeders’ Rights (PBR)

@ Protects the propagating materials of new plant
varieties

Flj Right to exclude others from using their
protected plant variety

=]l Register through CFIA: www.inspection.gc.ca

Trees and vines = up to 25 years
Other plants varieties = up 1o 20 years .

@ 12-month grace period for selling
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https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/vwapj/CIPOCS-1233-factsheet-Eng.11.pdf/$FILE/CIPOCS-1233-factsheet-Eng.11.pdf
http://www.inspection.gc.ca/

3 Common IP Mistakes

1. Thinking about IP too late

2. Assuming IP laws, regulations
and practices are the same
everywhere
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International IP
Filing Systems

Trademarks: Madrid Protocol

Patents: PCT

Industrial Hague System
Designs:
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http://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr04619.html
https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr02599.html
https://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/h_wr02300.html#Section6

3 Common IP Mistakes

1. Thinking about IP too late

2. Assuming IP laws, regulations
and practices are the same
everywhere

3. Disclosing too much
information, too soon

Why IP Matters IP & Tips IP Strategy IP Resources



Agenda
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= Main Types of IP — Brief Overview

= 3 Common IP Mistakes

* -> Developing an IP Strategy for your Business ({3}
" CIPO’s Free Tools & Learning Resources
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https://www.youtube.com/watch?v=UPc1AwaJ2PY&list=PLU_CZUot18psPgIPcShvhXVGwWLq78sAT&index=7

What is your
Commercialization Plan?

Ways to drive revenue, with IP:

B  Make / sell products or services

ﬁ' License or franchise your IP °

-IE Sell your IP

§ Attract acquisition offers
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https://www.youtube.com/watch?v=jKENG-zxcw4&list=PLU_CZUot18psPgIPcShvhXVGwWLq78sAT&index=5&t=0s

What is an IP Strategy for Business?

* Patent strategy # IP strategy

* A plan to maximize return on your investments in
innovation.

e Decisions on what, where and when to protect, use,
monitor, and enforce IP rights.

* Consistent with, and will help achieve, business goals.
* Rationale for investing S in IP = to drive revenue.

* Arisk management tool - avoid infringing others’ IP,
identify competitors and potential partners.

* Should evolve as the business grows and changes.
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What Approach will your IP Sirategy take?

Seek patent protection and guard trade secrets

|l Protect Technical Aspects > shut competitors out

Register trademark and/or copyrights. = protects value of

2. Focus on Brand Value brand recognition and customer loyalty

Protect IP for Offensive

Aggressively enforce IP rights against competitors
Purposes e v : : -

4 leidlen e A0S {505 Rely on your IP rights if competitors sue
) Purposes -> Deter by threat of countersuit, or cross-license IP

Depending on product / service lifespan, relative
competitiveness of sector, and budget

- Layers of IP protection

Combination of
IP rights

6 Share in public domain - focus on first mover advantage,
: build customer base and brand loyalty through service

Shopify - open strategy (2018)

Shopify shows new interest in patenting (2020)
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https://business.financialpost.com/technology/intellectual-property-may-be-a-state-of-mind-but-canadas-mind-is-not-on-the-game
https://www.pressreader.com/canada/national-post-latest-edition/20200211/page/22

IP Strategy - 8 Tips

1. Develop your IP strategy in-house

2. Take stock of your IP: use CIPQ’s Inventory Checklist, and
identify any 3™ Party IP

3. Add advice from Registered Patent Agent, Trademark Agent,
or other IP professional

4. Determine if you have legal rights in each market to use IP

that gives you competitive advantage
= “freedom to operate” (legal opinion)
= Assess strength & scope of protection

19
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http://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr04311.html
http://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/h_wr04549.html
https://ipic.ca/find-an-agent

IP Strategy - 8 Tips cont.

5. Ensure adequate coverage of IP issues in employee,
contractor, and other business agreements 2 e.g.,
ownership, disclosures

o
6. Budget resources to monitor & enforce your IP rights

7. Integrate IP Strategy into overall Business Plan
—e.g., financial, HR, operating and marketing plans

8. Update your IP Strategy periodically

20
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https://www.youtube.com/watch?v=h3c-_lcKad8&list=PLU_CZUot18psPgIPcShvhXVGwWLq78sAT&index=6

IP Strategy Planning Tool = LINK

- Get the most out of everything your business produces!

Get started by planning a comprehensive intellectual property (IF) strategy by using the Canadian
Intellectual Property Office’s (CIPO) online self-assessment tool.

You can integrate your P strategy into your business plan to help maximize the value of your IP and
protect your competitive advantape.

Al information is submitted anonymously and will be administered in accordance with the Privacy Act No
information you provide will be attributed to you personally in any report resulting from your answers.

4 reasons to complete the intellectual property self-assessment

é Learn what information to consider in your IP strategy.
@ Discover what IP is worth protecting, and ways to protect it
Q It's free, fast and sasy, and will take most users no more than five minutes to complete.

BI5| You get a detaded. printable guide with IP considerations for anytime reference.
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http://donnees-data.opic-cipo.gc.ca/ipsa/cipos-ip-self-assessment-tool/
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Why IP Matters

Free Online IP
Tools and Resources
Canada.ca/CIPO
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http://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/h_wr04320.html
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http://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/h_wr04320.html
https://www.youtube.com/watch?v=WREkC1fshA8&amp;feature=youtu.be

On Demand eLearning Modules

- LINK (CIPQ’s IP Academy)
— LINK CIPO Youbinars

PATENTS - LEARN THE BASICS NS 20 & TRADEMARKS - LEARN THE BASICS

TRADEMARKS
LEARN THE BASICS

1@ J&\‘, ‘\\‘ ’/

g Sx St 3\ g Protect your brand.

1O R ‘\\\i N 5 Learn why trademarks matter.
PATENTS AR ;
LEARN THE BASICS D A S RS

Inventing the next big thing.
Learn why patents matter.

‘ DISCOVER INTELLECTUAL PROPERTY BEEZ0G @« INDUSTRIAL DESIGNS - LEARN THE BASICS

DISCOVER
INTELLECTUAL
PROPERTY

Bring your creations to life.
Learn why intellectual property matters.
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http://www.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/h_wr04590.html
CIPO%20YouTube%20channel:%20https:/www.youtube.com/channel/UCnKfEaiFrs9rKG4h2Wf14yA/videos

Contact CIPO

Canada.ca/ip-for-business

Client Service Centre 1-866-997-1936
In-person meetings, by appointment

Regional IP Advisor (Prairie and NWT)
marnie.fyten@canada.ca

0O ® 6 ©

O

Programs and support for Canadian businesses
and innovators: Canada.ca/business

9 @CIPO_Canada B.ciro
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Canada.ca/ip-for-business
mailto:marnie.fyten@canada.ca

Canada



